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DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to the amendment filed 9/1 5/06. Claims 1 -1 7 
are pending. 

Oath/Declaration 

2. The objection to the oath is hereby withdrawn due to new oath filed 9/15/06. 

Claim Rejections - 35 USC §112 

3. The rejections of claims 1-11 and 15-17 under 35 U.S.C. 112, second paragraph, 
as being indefinite, is hereby withdrawn due to the amendment filed 9/15/06. 

Claim Rejections '35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-2, and 9-17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hyman (USPN 6,092,047). 

[claim 1] Hyman discloses a method for using a computer apparatus for evaluating a 
plurality of plan design options that can be incorporated into a benefit plan offered to a 
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given participant population by comparing the cost of providing each option to the 
benefits of such option perceived by a group of one or more subjects, (see abstract) 
the method comprising the steps of: 

- inputting the identification of the plan design options and a reference plan design 
option and the cost of providing each option (Figure 2A-2B; col. 5, lines 40-59; 
col. 6, lines 58-65) into the computer apparatus comprising an input device for 
receiving input data, the computer apparatus having an input device for receiving 
input data, a memory device for connected to the input device for storing the 
input data, a processor connected to the memory device which is programmed to 
perform operations upon the stored data to produce output data, and an output 
device connected to the processor for displaying the output data, (Figures 1A-B; 
col. 5. 31-39) 

- providing the subject group with information about each plan design option and 
inquiries to elicit responses comparing each plan design option to the reference 
plan design option; (col. 5, lines 45-49; col. 6, lines 8-46; col. 7, lines 29-32) 

- inputting data representative of the subject group responses; (col. 5, lines 45-49; 
col. 7. lines 54-66) 

- calculating the average perceived benefit for each plan design option relative to 
the perceived benefit for the reference plan design option; (Figure 2B; col. 7, line 
64-col. 8, line 10; col. 9, lines 30-48) 

- dividing the cost of providing each option by the calculated average perceived 
benefit for such option; and (col. 8, lines 7-10; col. 9, lines 30-48) 
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- outputting the calculated data. (col. 8, lines 7-10) 

[claim 2] Hyman discloses the method of claim 1 wherein the subject group is 
comprised of members of the participant population, (col. 8, lines 2-6) 



[claim 9] Hyman discloses the method of claim 1 wherein the subject group is 
comprised of one participant (col. 8, lines 2-6). The preamble recites the transitional 
phrase/term "comprises." which "is inclusive oropen-ended and does not exclude 
additional, unrecited elements or method steps." See MPEP 21 1 1 .03. As such, the 
Examiner interprets this claim to mean that the group includes "at least one participant." 

[claim 10] Hyman disclose a method further comprising the step of inputting the 
identification of the plan design options incorporated in a given plan design (Figure 2B, 
col. 8, line 7- col. 9, line 55) and wherein the step of outputting the calculated data 
comprises identifying the output data which relate to the plan design options 
incorporated in the given plan design. (Figure 2B, Figures 3A-3B; col. 10, line 51 -col. 
1 1 , line 48; col. 1 2, line 38-col. 1 3, Iine1 ) 

[claim 1 1] Hyman discloses a method wherein the responses of the subject group 
comprise data representing each subject's assessment of a plurality of benefit criteria 
for each plan design option compared to the reference plan design option (Figure 28, 
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col. 8, line 7- col. 9, line 55) and wherein each subject's perceived benefit for each plan 
design option is determined according to a relative weight defined by the subject for 
each specific benefit criterion. (Figures 3A-3B; col. 10, line 51 -col. 11, line 48; col. 12, 
line 38-col. 13, line 1) 

[claim 12] Hyman discloses the method of claim 1 1 further comprising the step of 
inputting values for at least one statistical factor related to each plan design option 
(Figure 2B; col. 8, lines 7-65; Figure 3A) and wherein each subject's perceived benefit 
for each plan design option comprises the product of a relative weight defined by the 
subject to be accorded each statistical factor multiplied by the value of such statistical 
factor for such plan design option. (Figure 3B; col. 14, lines 28-col. 15, line 12) 

[claim 13] Hyman discloses a computer based system for evaluating a plurality of plan 
design options that can be incorporated into a benefit plan offered to a given participant 
population by comparing the cost of providing each option to the benefits of such option 
perceived by a group of subjects, the system comprising: 

- an input device for receiving input data, (Figure 1 A; col. 5, lines 27-39) 

- a memory device connected to the input device for storing the input data, 
(Figures 1A-B; col. 5, lines 27-39) 

- a processor connected to the memory device which is programmed to perform 
operations upon stored data to produce output data, and (Figures 1 A-B; col. 5, 
lines 27-39) 
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- an output device connected to the processor for displaying the output data 
(Figures 1 A-B; col. 5, lines 27-39) 

- the input device capable of receiving data representing the identification of the 
plan design options, the reference plan design option, the cost of providing each 
option (Figure 2A-2B; col. 5, lines 40-59; col. 6, lines 58-65) and responses of 
the subject group to inquiries comparing each plan design option to the reference 
plan design option; ( col. 5, lines 45-49; col. 7, lines 54-66) 

- and the processor programmed for calculating the average perceived benefit for 
each plan design option relative to the perceived benefit for the reference plan 
design option (Figure 28; col. 7, line 64-coL 8, line 10; col. 9, lines 30-48) and 
dividing the cost of providing each option by the calculated average perceived 
benefit for such option, (col. 8, lines 7-10; col. 9, lines 30-48) 

[claim 14] Hyman discloses a method in which the group members are repeatedly 
surveyed to determine which whether the employees with opt down or opt out of certain 
benefits, (i.e. readministering inquiries to the subject group to elicit revised responses 
comparing each plan design option to the reference plan design option) (col. 7, lines 29- 
35; lines 54-59) and wherein the input device is capable device receiving this 
information. Hyman further discloses inputting data representing revised responses of 
the subject group to the inquiries (col. 7, lines 59-63) and using this revised response 
data to calculate that average perceived benefit of each design option, (col. 7, lines 64- 
col. 8, line 6; col. 8, line 60-col. 9. line 25). 
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[claim 1 5] Hyman discloses a method for using a computer apparatus for evaluating a 
plurality of plan design options that can be incorporated into a benefit plan offered to a 
given participant population by comparing the cost of providing each option to the 
benefits of each option perceived by a group of one or more subjects, (See Abstract) 
the method comprising the steps of: 

- inputting the identification of the plan design options, values for each of a plurality 
of statistical factors related to each plan design option, and the cost of providing 
each option, (Figure 2A-2B; col. 5, lines 40-59; col. 6, lines 8-65) into the 
computer apparatus comprising an input device for receiving input data, a 
memory device connected to the input device for storing the input data, a 
processor connected to the memory device which is programmed to perform 
operations upon the stored data to produce output data, and an output device 
connected to the processor for displaying the output data, (Figures 1A-B; coL 5, 
31-39) 

- providing the subject group with information about each statistical factor and 
inquiries to elicit responses providing the relative weight of each statistical factor 
to be used in determining the perceived benefit of the plan design options; (col. 
5, lines 45-49; col. 6, lines 8-46; col. 7, lines 29-32) 

^ inputting data representative of the subject group responses; (col. 5, lines 45- 
49; col. 6, lines 8-46; col, 7, lines 29-32) 

- calculating the average perceived benefit for each plan design option; (Figure 2B; 
col. 7, line 64-col. 8, line 10; col. 9, lines 30-48) 



Application/Control Number: 09/760,1 13 Page 8 

Art Unit: 3626 

- dividing the cost of providing each option by the calculated average perceived 
benefit for such option; (col. 8, lines 7-10; col. 9, lines 30-48) 

- and outputting the calculated data. (col. 8, lines 7-10) 

[claim 16] Hyman discloses a method wherein each subject's perceived benefit for each 
plan design option comprises the sum of the product of the relative weight accorded 
each statistical factor as defined by the subject's responses multiplied by the value of 
such statistical factor, (col. 15, lines 59-col. 16, line 58) 

[claim 17] Hyman discloses a The method of claim 15 further comprising the step of 
inputting the identification of a reference plan design option (col. 7, lines 64-col. 8, line 
10); and wherein the average perceived benefit for each plan design option is 
determined by comparing values of the statistical factors relating to such plan design 
option to the values of the statistical factors relating to the reference plan design option, 
(col. 9, lines 45-60) 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hyman. 

[claims 3-4] Hyman discloses a method for allowing a user to determine the perceived 
benefit of a plan design option and determining the cost of benefit design options (col. 
7, line 64-col. 8, line 10; col, 9, line 56-col. 10, line 4), but does not expressly disclose 
the units in which this information is expressed (e.g. per-patient per year costs and the 
average perceived benefit is expressed in terms of per-patient perceived benefit/ or 
per-member per year costs and per-member perceived benefit.) However, at the time 
of the Applicant's invention, it would have been obvious to one of ordinary skill in the 
art to modify the method of Hyman to express the desired information in per-patient or 
per-member costs per year and per-member or per-patient perceived benefit format. 
One would have been motivated to present the information in this manner to facilitate 
an employer's ability to define and prioritize goals for a benefit plan for employees, as 
suggested by Hyman. (col. 4, lines 9-29) 

8. Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hyman as applied to claim 1 above, and further in view of Warrady (USPN 6,067,522) 
[claims 5-8] Hyman discloses the method of claim 1, and further discloses a method in 
which the group members are repeatedly surveyed to determine which whether the 
employees with opt down or opt out of certain benefits, (i.e. readministering inquiries to 
the subject group to elicit revised responses comparing each plan design option to the 
reference plan design option) (col. 7, lines i29-35; lines 54-59). Hyman further discloses 
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inputting data representing revised responses of the subject group to the inquiries (col. 
7, lines 59-63) and using this revised response-data to calculate that average perceived 
benefit of each design option, (col. 7, lines 64-col. 8, line 6; col. 8, line 60-col. 9, line 
25). Hyman does not expressly disclose displaying data representative of the 
responses to the subject group. Hyman further does not disclose soliciting comments 
or providing comments from subjects regarding their responses and soliciting comments 
from subjects regarding the validity of their responses. 

Warrady discloses a system and method comprising displaying data 
representative of the responses to the subject group, soliciting comments or providing 
comments from subjects regarding their responses and soliciting comments from 
subjects regarding the validity of their responses. (Figure 5, col. 11, lines 1-19) The 
employees are given chance to review choices/ selections made regarding benefit plan 
decisions (in a confirmation) so that the required modifications can be made. At the 
time of the Applicant's invention, it would have been obvious to one of ordinary skill in 
the art to modify the method/system of Hyman with the teaching of Warrady to display 
information representative of the subjects' responses and to allow the subjects to 
respond or provide comments regarding their responses (e.g. the validity of their 
responses). As suggested by Hyman, one would have been motivated to include these 
features to permit an employee to repetitively set and reset benefit plan goals and 
priorities attached to these goals to produce solutions of financial aspects, while 
allowing the employer to adopt the plan whose financial aspects are also best suited for 
the employer, (col. 4, lines 12-17) 
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Response to Arguments 

9. Applicant's arguments filed 9/1 5/06 have been fully considered but they are not 
persuasive. 

(A) Applicant argues that Hyman does not inputting data representative of subject 
responses in order to calculate average perceived benefit. 

In response, Hyman discloses inputting data representative of the subject group 
responses (col. 5, lines 45-49 — e.g. census data from the subject population; col. 6, 
lines 8-46 — e.g. entry of employee statistics; col. 7, lines 29-32). It should be noted 
from the applicant's language, data representative of (or associated with or reflective 
of) subject responses is not the same as the actual subject responses. 

Moreover, while the Applicant has relied heavily on the calculation of the 
"perceived benefit," the Applicant has failed to point to and the Examiner was unable to 
find a definition or equation in the specification for determining calculation. In 
particular, while Figures 4-6 provide graphs for a "perceived benefit" the x-axis, on 
which "perceived benefit" is evaluated includes no units of measure. The claim 
language fails to provide a specific definition for "perceived benefit", which ties the 
employee statistics, costs, and other demographic data together in any particular 
manner. 

In the absence of such a definition, the Examiner must give the claim language 
the broadest reasonable interpretation and apply art accordingly. Hyman discloses a 
method further comprising calculating the average "perceived benefit" for each plan 
design option (Figure 2B; col. 7, line 64-col. 8, line 10; col. 9, lines 30-48). 
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(B) Applicant argues that Hynnan does not disclose "an input device capable of 
receiving data..." 

Hynnan discloses a system comprising an input device for receiving input data 
(Figure 1 A; col. 5, lines 27-39). It is respectfully submitted that an input device is 
"capable of receiving" the recited data. Furthermore, it should be noted that a recitation 
of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

(C) Applicant argues that Hyman does not disclose "providing the subject group with 
information about each statistical factor and inquiries to elicit responses...." 

In response, the Examiner respectfully disagrees with the Applicant's 
interpretation of the art. Hyman discloses providing the subject group with information 
about each statistical factor and inquiries to elicit responses providing the relative 
weight of each statistical factor to be used in determining the perceived benefit of the 
plan design options(col. 7, lines 7-19; 29-32) 

(D) Applicant argues that there is no motivation to combine Hyman and Warrady and 
that Warrady teaches away from the modification. 

In response, the Examiner respectfully disagrees and submits that Warrady does 
not teach away from the applied combination. The Warrady reference was relied upon 
to disclose a system and method comprising displaying data representative of the 
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responses to the subject group, soliciting comments or providing comments from 
subjects regarding their responses and soliciting comments from subjects regarding the 
validity of their responses. (Figure 5, col. 11, lines 1-19) The employees are given 
chance to review choices/ selections made regarding benefit plan decisions (in a 
confirmation) so that the required modifications can be made. 

Furthermore in response to applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347. 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
the applicant has provided motivation from one of the cited references to provide 
motivation and support the holding of obviousness. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachel L. Porter whose telephone number is (571) 272- 
6775. The examiner can normally be reached on M-F, 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571 ) 272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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